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REMARKS 

Claims 1-16 are pending in the application. Claims 1, 8, and 14 arc independ- nt. No 
claims have been amended, canceled, or added. A Claim Listing is provided as a courtesy. 

Rejection of Claims 1-4 and 8-9 Under 35 U.S.C. S102to 
In the Office Action, the Examiner rejected claims 1-4 and 8-9 under 35 U.S.C. • 102(e) 
as being anticipated by U.S. Patent Publication No. 2004/0028099 Al to Hongo et al. ("H ngo"). 
A claim is anticipated only if each and every clement of the claim is found, either expn jsly or 
inherently, in a reference. (MPEP §2131 citing Verdegaal Bros. v. Union Oil Co. ofCal fornla, 
814 F.2d 628 (Fed. Cir. 1987)). The identical invention must be shown in as complete det il as is 
contained in the claim. Id. citing Richardson v. Suzuki Motor Co., 868 F.2d 1226,1236 (F d. Cir. 
1989)). Applicant respectfully traverses the rejection. 

Independent claim 1 recites in pertinent part "converting an optical beam emitted from a 
laser to a current proportional to a power of the optical beam using a monitor phot diode; 
adjusting the current from the monitor photodiode up or down using a thermistor and esistor 
network to compensate for a change in optical fiber tracking" (emphasis added). Indej indent 
claim 8 recites in pertinent part "first circuitry coupled to receive the current and to adj ist the 
current as temperature changes and to compensate for changes in optical fiber tr* iking" 
(emphasis added). 

Tn the Response to Arguments, the Examiner states that "Hongo does not speak < f fiber 
tracking, but his system tunctions in the same manner. The output of light from the lase diode 
passes into an EA modulator and then into a fiber ({0036}), which would most certainl ' be at 
nearly the same temperature as that of the compensation circuit (due to coupling constrain i), and 
likewise, changes in the fiber tracking would be adjustable based on the fact that the bac : facet 
photodiode would have current proportional to the amount of light received by the fiber. 1 or this 
reason, the examiner agrees that Hongo does not specifically state that the device is u ed for 
fiber tracking, but as the arrangement of parts, and functions, is that of the claimed inver :ion, it 
Is believed to inherently make adjustments due to fiber tracking' (emphasis added). Api licants 
respectfully disagree with the Examiner. 
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To establish inherency, an Examiner must provide rationale or evidence tending 1 > show 
inherency. MPEP §2112 TV. If relying on extrinsic evidence, the extrinsic evidence mu.« : make 
clear that the missing descriptive matter is necessarily present in the thing described in the 
reference, and that it would be so recognized by persons of ordinary skill. (MPEP §21 1 2r citing 
In re OelricK 666 F.2d 578, 581-582 (CCPA 1981)). If relying on rationale, an Examin r must 
provide a basis in fact and/or technical reasoning to reasonably support the determination hat the 
allegedly inherent characteristic necessarily flows from the teachings of the prior art (er phasis 
in original). (MPEP §2112IV citing Ex parte Levy, 17 USPQ.2d 1461, 1464 (Bd. Pat. . .pp. & 
Inter. 1990)). 

It appears that the Examiner is relying on "rationale" to show that it is inherent lat the 
device in Hongo is used for fiber tracking. Applicant respectfully submits that the Ex& liner's 
rationale is faulty. Hongo specifically teaches at paragraph [0075] "the monitor photodic le 4 in 
the semiconductor laser module 1 [is used] for controlling the optical output >f the 
semiconductor laser 2 to be constant." Thus, Hongo is quite clear that the function of the i tonitor 
PD 4 is to ensure that the output of the laser diode 2 is constant. This is not consistent v ith the 
Examiner's contention that "the device [in Hongo] is used for fiber tracking." Thus, it d «es not 
necessarily flow from the teachings that Hongo makes adjustments due to fiber tracking as the 
Examiner asserts. Applicant therefore respectfully submits that the Examiner has failed i > meet 
the burden of showing that it is inherent that the device in Hongo is used for fiber trac ing as 
recited in claims 1 and 8. Accordingly, Applicant respectfully submits that the Exami er has 
failed to show where Hongo teaches each and every element of claims 1 and/or 8. either 
expressly or inherently. 

Claims 2-4 and 9 properly depend from claims 1 and 8, respectively, which A\ ilicant 
submits are patentable. Accordingly, Applicant respectfully submits that claims 2-4 an> 9 are 
patentable for at least the same reason that claims 1 and 8 are patentable. MPEP §2 143.03 
provides that if an independent claim is unobvious, then any claim depending fri tn the 
independent claim is unobvious (citing In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fc i Cir. 
1 988)). It follows that if an independent claim is patentable over the art of record, then an claim 
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depending from the independent claim is patentable over the art of record. Accoi iingly, 
Applicant respectfully requests that the Examiner reconsider and remove the rejection to claims 
1-4 and 8-9, 

Rejection of Claims 5-7 Under 35 U.S.C. SKttfal 
In the Office Action, the Examiner rejected claims 5-7 as unpatentable over H< ngo in 
view of U.S. Patent No. 5,812,582 to Gilliland et al. (hereinafter "Gilliland"). To est* >lish a 
prima facie case of obviousness, an Examiner must show that that there is some sugge; ion or 
motivation to modify a reference to arrive at the claimed invention, that there v some 
expectation of success, and that the cited reference teaches each and every element of the 
claimed invention. (MPEP §2143.) Applicant respectfully traverses the rejection. Clai as 5-7 
properly depend from claim 1 and as such are patentable over the art of record for at 1< ast the 
same reasons that claim 1 is patentable over the art of record. Accordingly, Aj plicant 
respectfully requests that the Examiner reconsider and remove the rejection to claims 5-7* 

Rejection of Claim 10 Under 35 U.S.C. S103to 
In the Office Action, the Examiner rejected claim 10 as unpatentable over Hongo i view 
of U.S. Patent No, 5,383,208 to Queniat et al. (hereinafter "Queniat"). Applicant respi ctfully 
traverses the rejection. Claim 10 properly depends from claim 8 and as such is patentab e over 
the art of record for at least the same reasons that claim 8 is patentable over the art of ecord. 
Accordingly, Applicant respectfully requests that the Examiner reconsider and remc /e the 
rejection to claim 10. 

Rejection of Claim 11 Under 35 U.S.C. S103(al 
In the Office Action, the Examiner rejected claim 1 1 as unpatentable over Hongo : i view 
of Queniat in further view of U.S. Patent No. 6,795,656 Bl to Dceuchi et al. (hen inafter 
"Ikeuchi"). Applicant respectfully traverses the rejection- Claim 1 1 properly depends froc claim 
8 and as such is patentable over the art of record for at least the same reasons that cla n 8 is 
patentable over the art of record. Accordingly, Applicant respectfully requests that the Ex iminer 
reconsider and remove the rejection to claim 11. 
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Rejection of Claim 12 Under 35 U.S.C. §103(a1 
In the Office Action, the Examiner rejected claim 12 as unpatentable over Hongo n view 
of Queniat in further view of U.S. Patent No. 6,055,251 to Ouchi et al. (hereinafter "C uchi"). 
Applicant respectfully traverses the rejection. Claim 12 properly depends from claim 8 and as 
such is patentable over the art of record for at least the same reasons that claim 8 is pai sntable 
over the art of record. Accordingly, Applicant respectfully requests that the Examiner rec msider 
and remove the rejection to claim 1 2. 

Rejection of Claim 13 Under 35 U.S.C. S103(a) 
In the Office Action, the Examiner rejected claim 13 as unpatentable over Hongo a view 
of Queniat in further view of Gilliland. Applicant respectfully traverses the rejection. C um 13 
properly depends from claim 8 and as such is patentable over the art of record for at l ast the 
same reasons that claim 8 is patentable over the art of record. Accordingly, Aj plicant 
respectfully requests that the Examiner reconsider and remove the rejection to claim 13. 

Rejection of Claims 14-16Under35 U.S.C. S103(al 
In the Office Action, the Examiner rejected claims 14-16 as unpatentable ov r U.S. 
Patent No. 6,621,621 to Jones et al. (hereinafter "Jones") in view of Hongo. Aj Micant 
respectfully traverses the rej ection. 

Independent claim 14 recites in pertinent part "a transponder having a laser to em t light, 
a photodiode coupled to receive light from the laser and to convert the light to a curre t, first 

* 

circuitry coupled to receive the current and to adjust the current as temperature chang and 
second circuitry coupled to receive the adjusted current and to provide the adjusted currer to the 
laser to adjust light emitted by the laser, wherein the first circuitry is further to competv ite for 
changes in optical fiber tracking 1 (emphasis added). 

Applicant reiterates that Hongo specifically teaches at paragraph [0075] t4 the i lonitor 
photodiode 4 in the semiconductor laser module 1 [is used] for controlling the optical ox :put of 
the semiconductor laser 2 to be constant." Thus, Hongo is quite clear that the functior of the 
monitor PD 4 is to ensure that the output of the laser diode 2 is constant. This is not coi sistent 
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with the Examiner's contention that 'the device [in Hongo] is used for fiber tracking." ' bus, it 
does not necessarily flow from the teachings that Hongo makes adjustments due to fiber t acking 
as the Examiner asserts. Applicant therefore respectfully submits that the Examiner has i iled to 
meet the burden of showing that it is inherent that the device in Hongo is used for fiber t acking 
as recited in claim 14. Accordingly, Applicant respectfully submits that the Examiner ha failed 
to show where Hongo teaches each and every element of claim 14 either expressly or inhe ently. 

Applicant respectfully submits that Jones fails to make up for the deficiency. N r does 
the Examiner assert that Jones teaches of fairly suggests circuitry to compensate for cha ges in 
optical fiber tracking. Thus, Applicant respectfully submits that neither Jones nor Hong • alone 
or in combination teaches or suggests circuitry to compensate for changes in optici \ fiber 
tracking. As such, the combination of Jones in view of Hongo fails to teach or suggest ei zh and 
every element of claim 14 and claim 14 is thus patentable over Jones in view of Hongo. Claims 
15-16 properly depend from claim 1 4 and as such are patentable over Jones in view of Ho igo for 
at least the same reasons that claim 14 is patentable over Jones in view of Hongo. Accoi lingly, 
Applicant respectfully requests that the Examiner reconsider and remove the rejection to claims 
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CONCLUSION 

Applicant submits that all grounds for rejection have been properly tn zersed, 
accommodated, or rendered moot, and that the application is now in condition for alh wance. 
The Examiner is invited to telephone the undersigned representative if the Examiner t elieves 
that an interview might be useful for any reason. 

Respectfully submitted, 

* 

Date: /<?trbG> 
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